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Dear Sir: 

In an Office Action dated April 16, 2002, the Examiner issued a Restriction Requirement 
with regard to the above-identified patent application. Generally, the Examiner indicated that the 
application contains claims directed to the following patentably distinct species of the claimed 
invention: a disk for information storage comprising: 

Species I: 1 or 2 recording parameters that vary radially outward; or 

Species II: a writing property that varies radially outward; or 

Species III: an underlayer which has a thickness that varies radially outward; 



or 



Species IV: 



an information layer which has a thickness that varies radially 
outward; or 



r 



Species V: 1 or 2 recording parameters that vary radially outward and a 

chemical composition of the information layer which varies 
radially; or 

Species VI: 1 or 2 recording parameters that vary radially outward and a 

writing property that varies radially outward; or 
Species VII: a writing property that varies radially outward and an underlayer 

which has a thickness that varies radially outward; or 
Species VIII: 1 or 2 recording parameters that vary radially outward and an 

underlayer which has a thickness that varies radially outward; or 
Species IX: 1 or 2 recording parameters that vary radially outward and an 

information layer which has a thickness that varies radially 

outward. 

Additionally, the Examiner requires the election of a single disclosed species from the 
following sub-species: 

Sub-species I: wherein the variation in the radial direction is substantially linear; 
or 

Sub-species II: wherein the variation in the radial direction is substantially 
rectilinear; or 

Sub-species HI: wherein the variation in the radial direction is substantially 
curvilinear; or 

Sub-species IV: wherein the variation is discontinuous along the radial direction. 



The Examiner, along with the election of a species and sub-species, requires a listing of the 
claims readable thereon. 

Applicant respectfully traverses the Examiner's restriction requirement. 

Under MPEP§803, an application may properly be required to be restricted to one of two 
or more claimed inventions only (i) if they are able to support separate patents (z.e., they are either 
independent or distinct) and (ii) if there is a serious burden on the examiner if the restriction is not 
required. Inventions are independent when: (i) they represent two or more different combinations 
not disclosed as capable of use together, having different modes of operation, different functions or 
different effects or (ii) they are process and apparatus and the apparatus cannot be used to practice 
the process. MPEP§806.04. Inventions are distinct when: (i) a claimed combination does not 
require the particulars of the subcombination as claimed for patentability or (ii) the subcombination 
can be shown to have utility either by itself or in other and different relations. MPEP§806.05(c). 
A serious burden on the Examiner may be prima facie shown if the Examiner shows by appropriate 
explanation of the separate classification or separate status in the art or a different field of search as 
defined in MPEP§808.02. In any event, it still remains important from the standpoint of the public 
interest that no requirements be made which might result in the issuance of two patents for the same 
invention. MPEP§803.01 

The various species identified bv the Examiner are not separate and distinct as required bv 
MPEP§803. 

The present invention is directed to a storage media with at least substantially nonuniform 
properties to enhance performance of the media and/or provide a high areal bit density of the media. 
By using nonuniform properties, for example, the ID and OD regions can be configured differently 



to provide optimum or near optimum disk properties for the differing operating conditions of the two 
regions. 

As set forth in Claim 53, the disk has one or more (or all) of the following properties: (i) two 
or more recording parameters that vary radially, (ii) a writing property (e.g., the coercivity of 
magnetic materials) that varies radially, (iii) an underlayer having a thickness that varies radially 
which, in one configuration, causes a recording parameter (e.g., the coercivity) of the disk to vary 
radially, and/or (iv) an information layer having a thickness that increases from an inner disk 
diameter to an outer disk diameter, which, in one configuration, causes a recording parameter (e.g., 
magnetization-thickness product on Mrt) to vary radially. 

As set forth in Claim 84, the disk comprises an information layer having (i) a first magnetic 
remanence (which is Mr in the equation Mrt) at a first inner radial location that is more than a second 
magnetic remanence of the information layer at a second outer radial location; (ii) a first magnetic 
moment (which is the same as the magnetization-thickness product) at the first inner radial location 
that is more than a second magnetic moment of the information layer at the second outer radial 
location; and/or (iii) a first coercivity at the first inner radial location that is less than a second 
coercivity of the information layer at the second outer radial location. 

As set forth in Claim 106, the disk comprises an information layer in which a first recording 
parameter of the information layer at a first radial location is higher than the first recording parameter 
at a second, different radial location and a second recording parameter of the information layer at the 
first radial location is lower than the second recording parameter at the second radial location and 
in which the first and second first recording parameters are different from one another. 



To understand that the above-identified claimed inventions are related and neither separate 
nor distinct, it is important to understand a preferred disk configuration. In this configuration, the 
two or more magnetic parameters of condition (i) include a magnetization-thickness product (Mrt) 
and a coercivity. Because the magnetization-thickness product is directly related to information layer 
thickness and the coercivity is directly related to underlayer thickness, the information layer 
thickness normally increases from the inner diameter to the outer diameter to provide a higher Mrt 
at the outer diameter while the underlayer has a thickness that normally decreases from the inner 
diameter to the outer diameter to provide a higher coercivity at the inner diameter. 

For these reasons, Species I, namely a disk for information storage comprising one or two 
recording parameters that vary radially, is generic to limitations (i) through (iv) of Claim 53, (i) 
through (iii) of Claim 84, and Claim 106. Thus, by the Examiner's own admission, the various 
species identified by the Examiner are not separate and distinct as required by MPEP§803. 

Moreover, Species I is generic to Species II-IX. Each of Species II, namely a writing property 
(or coercivity) that varies radially outward, Species III, namely an underlayer which has a thickness 
that varies radially outward (which will influence the coercivity); Species IV, namely an information 
layer which has a thickness that varies radially outward (which will influence the magnetization- 
thickness product or magnetic moment); Species V, namely 1 or 2 recording parameters that vary 
radially outward and a chemical composition of the information layer which varies radially (which 
will influence the magnetic remanence (Mr) and therefore the magnetization-thickness product (the 
product of Mr and the information layer thickness)); Species VI, namely 1 or 2 recording parameters 
that vary radially outward and a writing property (or coercivity) that varies radially outward; Species 
VII, namely a writing property (or coercivity) that varies radially outward and an underlayer which 
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has a thickness that varies radially outward (which will influence the magnetization-thickness 
product); Species VIII, namely 1 or 2 recording parameters that vary radially outward and an 
underlayer which has a thickness that varies radially outward (which will influence coercivity); and 
Species IX, namely 1 or 2 recording parameters that vary radially outward and an information layer 
which has a thickness that varies radially outward (which will influence the magnetization-thickness 
product) is a sub-species of Species I. As noted above, each of the coercivity and magnetization- 
thickness product or magnetic moment is a recording parameter. 

Even assuming arguendo there is a degree of unrelatedness of two or more of the species, the 
Markush-type structure of Claim 53 requires concurrent examination of the species. 

Claim 53 is phrased in a Markush-type structure. According to MPEP§803.02, "[i]f the 
members of the Markush group are sufficiently few in number or so closely related that a search and 
examination of the entire claim can be made without serious burden, the examiner must examine all 
the members of the Markush group in the claim on the merits, even though they are directed to 
independent and distinct inventions, (Emphasis added.) Thus, Claim 53, whose members include 
the recited elements of Claims 84 and 106, must be considered generic and no restriction 
requirement is proper. 

There is no serious burden on the Examiner in searching and examining each of the alleged 
species together. 

Because of the relatedness of the various alleged species, it is respectfully submitted that all 
of the alleged species can be searched by searching for prior art relevant to Species I. It is further 
submitted that this search can be conducted using the same field of search as defined in 



MPEP§808.02. The Examiner, by failing to present separate classifications, statuses in the art, or 
fields of search, has not made a prima facie showing that a serious burden exists. MPEP§803 
For these reasons, restriction is improper. 

Subject to the above comments and in the event that the traverse of the restriction 
requirement is unsuccessful, Applicant conditionally elects to prosecute Species I (which 
corresponds to Claims 53-62, 70-78, 82-85, 99-102, and 106-125) and Sub-species I (which 
corresponds to Claim 78 and 102) in this patent application. However, Applicant respectfully 
reserves the right to pursue the remaining Sub-species in a subsequent divisional/continuation 
application. / 




Douglas W. Swartz <S 
Registration No. 37,739 
1560 Broadway, Suite 1200 
Denver, Colorado 80202-5141 
(303) 863-9700 
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